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Continuation of Box 1.2 

Claims Nos.: 1-5 and 7-36 (completely), and 6 (partially) 



The subject-matter of independent claim 1 is fundamentally unclear in the 
sense of Article 6 PCT. 

Independent claim 1 refers to a set of at least 10 oligonucleotides 
selected from the ones described in Table 1. However, a large number of 
the oligonucleotides "described" in said Table 1, which is composed of 
Tables la and/or lb (description: page 6, lines 18-20), are merely 
referred to by a trivial name, e.g. I -01, and there is no further 
indication with regard to their sequences. Moreover, said clones appear 
to be random clones (description, page 59, lines 7-10). It is thus 
impossible to determine the scope of independent claim 1, which is hence 
fundamentally unclear (Article 6 PCT). 

In addition, the subject-matter of independent claim 1 lacks conciseness 
in the sense of Article 6 PCT. 

The subject-matter of said independent claim 1 includes an extremely 
large number of possible set of oligonucleotides. In fact, even without 
taking into account the fact that "derived oligonucleotides" and 
"functionally equivalent oligonucleotides" are also encompassed in its 
scope, this claim contain so many options, variables, and possible 
permutations that its scope could not be meaningfully searched. 

The lack of clarity and conciseness, within the meaning of Article 6 PCT, 
of independent claim 1 arises to such an extent as to render a meaningful 
search of the subject-matter of this claim impossible. 



The above-mentioned deficiencies under Article 6 PCT are also to be found 

in dependent claims 2 and 3, which refer to Tables 2 and 4, respectively, 

whereas said Tables 2 and 4 refer to a large number of oligonucleotides, 

some of them being merely described by a trivial name. 

A meaningful search of the subject-matter of these claims is hence also 

impossible. 

The subject-matter of claims 4, 5, 7-10, 13-24, and 28-36 depends, either 
directly or indirectly, on the subject-matter of claims 1-3 and do not 
further define the sets of oligonucleotides. The above deficiencies thus 
also apply for the subject-matter of said claims 4-10, 13-24, and 28-36. 
A meaningful search of the subject-matter of these claims is hence also 
impossible. 



Set of oligonucleotides can also be found in Table 3. However, some of 
the therein-listed oligonucleotides could either not be found in any 
other Table, e.g. XI-8, or did not have a disclosed sequence, e.g. XV-94. 
A meaningful search on the sets of Table 3 is therefore also not 
possible. 

In addition, the complete tables could also be considered as "sets of 
oligonucleotides". As noted above however, Tables la, 2a, and 4a contain 
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trivial names without further sequences. 

Moreover, Tables lb, 2b and 4b refer to sequences which are not disclosed 
in the application (see the footnotes) and could hence also no be 
completely searched. 



No defined and searchable set of oligonucleotides could thus be found in 
the description, or in the examples. 

A meaningful search restricted to specific sets of oligonucleotides 
disclosed in the application therefore also not possible. 



Independent claims 11, 12 and 25-27 refer to polypeptides coded by the 
mRNA sequences to which an oligonucleotide of Table 1 binds. In view of 
the above-listed deficiencies, the subject-matter of independent claims 
11, 12 and 25 is also considered to be fundamentally unclear in the sense 
of Article 6 PCT. 



With regard to independent claim 6, it is noted that its subject-matter 
encompasses, among others, probes which are properly defined, i.e. 
defined by a searchable sequence of nucleic acids. The first searchable 
probe of claim 6, i.e. the probe 1-24 having the sequence ID 308 and 373 
nucleotides (SEQ ID NO: 11), has therefore been searched. 



Since the subject-matter of claims 1-5 and 7-36 is considered to lack 
clarity and/or conciseness within the meaning of Article 6 PCT to such an 
extent as to render a meaningful search of the subject-matter of these 
claims impossible, the international search report has been limited to 
the subject-matter of the only claim considered to be clear enough to be 
searched, i.e. independent claim 37 (completely) and independent claim 6 
(partially). 

It is to be noted that the non-limiting feature "preferably as described 
herein-before" recited in independent claim 37 has been ignored in view 
of the objections presented herein. 

The applicant's attention is drawn to the fact that claims, or parts of 
claims, relating to inventions in respect of which no international 
search report has been established need not be the subject of an 
international preliminary examination (Rule 66.1(e) PCT). The applicant 
is advised that the EPO policy when acting as an International 
Preliminary Examining Authority is normally not to carry out a 
preliminary examination on matter which has not been searched. This is 
the case irrespective of whether or not the claims are amended following 
receipt of the search report or during any Chapter II procedure. 
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Box I Observations where certain claims were found unsearchable (Continuation of item 1 of first sheet) 



This International Search Report has not been established in respect of certain claims under Article 17(2)(a) for the following reasons: 
1. Claims Nos.: 

— because they relate to subject matter not required to be searched by this Authority, namely: 



2. PH ciaimsNos.: 1-5 and 7-36 (completely), and 6 (partially) 

— because they relate to parts of the International Application that do not comply with the prescribed requirements to such 
an extent that no meaningful International Search can be carried out, specifically: 

see FURTHER INFORMATION sheet PCT/ISA/210 



j Claims Nos.: 

because they are dependent claims and are not drafted in accordance with the second and third sentences of Rule 6.4(a). 



Box II Observations where unity of invention is lacking (Continuation of item 2 of first sheet) 



This International Searching Authority found multiple inventions in this international application, as follows: 



1 . I I As all required additional search fees were timely paid by the applicant, this International Search Report covers all 
' 1 searchable claims. 



2. As al1 searchable claims could be searched without effort justifying an additional fee, this Authority did not invite payment 
of any additional fee. 



3. I I As only some of the required additional search fees were timely paid by the applicant, this International Search Report 
> — I covers only those claims for which fees were paid, specifically claims Nos.: 



4. [ | No required additional search fees were timely paid by the applicant. Consequently, this International Search Report is 
restricted to the invention first mentioned in the claims; it is covered by claims Nos.: 



Remark on Protest j^j The additional search fees were accompanied by the applicant's protest. 

| | No protest accompanied the payment of additional search fees. 



Form PCT/ISA/210 (continuation of first sheet (1)) (July 1998) 



